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1. Claims 1-4, 15-20, and 36-37 are rejected under 35 U.S.C. 112, first paragraph, as failing 
to comply with the enablement requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to enable one skilled in the art to which it pertains, 
or with which it is most nearly connected, to make and/or use the invention. Each of claims 1, 
15, and 36 set forth the formula h(max)= 6mm + 0.1 x (Dl-12mm), such that no upper limit is 
set. However, paragraph [0014] sets forth a circumstance in which h(max) is never larger than 8 
mm. The independent claims setting forth the formula need to reconcile these two pieces of 
information. 

2. Claim 38 is objected to because of the following informalities: on the last line of claim 
38, "that" should be changed to "than." Appropriate correction is required. 

3. Claims 1-4, 15-20, and 34-37 are rejected under 35 U.S.C. 1 12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. As discussed above, paragraph [0014] sets forth an upper 
limit for a particular circumstance, and the claims reciting the formula need to provide provision 
for that upper limit. Claim 16 improperly sets forth a first range and then a second range, such 
that it is not clear which is being claimed. In claim 19, the scope of the phrase "such as" can not 
be determined. 

4. The drawings are objected to because the separate parts of figures 4-6, 9, 11-13, and 15- 
17 need to be labeled separately. Note that this will require a corresponding change to the 
specification. Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended replacement 
drawing sheet should include all of the figures appearing on the immediate prior version of the 
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sheet, even if only one figure is being amended. The figure or figure number of an amended 
drawing should not be labeled as "amended." If a drawing figure is to be canceled, the 
appropriate figure must be removed from the replacement sheet, and where necessary, the 
remaining figures must be renumbered and appropriate changes made to the brief description of 
the several views of the drawings for consistency. Additional replacement sheets may be 
necessary to show the renumbering of the remaining figures. Each drawing sheet submitted after 
the filing date of an application must be labeled in the top margin as either "Replacement Sheet" 
or "New Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next Office 
action. The objection to the drawings will not be held in abeyance. 

5. There is established case law stating that unless patent drawings are explicitly stated as 
being drawn to scale, then it is improper to treat them as if they are to scale. That being said, 
there are numerous references in the prior art which have drawings drawn to a scale which would 
satisfy the formula which has been set forth in several of the claims. When numerous references 
show the same general proportions or dimensions, one can't easily dismiss that as a coincidence. 
There are three references of record to an inventor named Christman, those patent numbers 
ending in '571, '572, and '573. It is noted that each of the figure 1 drawings from the three 
Christman patents are very similar, but they clearly are not the same drawings, as each is slightly 
different than the other. All three of the Christman cutters have very similar proportions, and it 
is difficult to dismiss this as merely a coincidence. In view of the fact that Christman has 
provided three separate patents showing the desired proportions, the examiner will take a 
somewhat stronger position than usual that the drawings of Christman are indeed to scale. 
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6. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

7. Claim 28 is rejected under 35 U.S.C. 102(b) as being anticipated by Ray (1797296). 
Shaft 10 has a conical portion/connection lug 22, an end plane 30. Lines 1-7 of column 1 state 
that the tool holder holds an annular tool, and a trimming cutter is illustrated, but the device is 
capable of holding a reaming tool. 

8. Claims 1, 15, 16, 17, and 34 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Christman (2164573). Note shaft 23 and head 20. As stated at page 2, column 1, lines 28+, the 
cutter is of a width about one-fifth to one-sixth its diameter. It is thus clear that Christman 
'573 will meet the formula for a very wide range of diameters. Cutout 50 is a connection 
element that permits fastener 24 to center the cutter on the shaft 23. 

9. Claim 28 is rejected under 35 U.S.C. 1 02(b) as being anticipated by WO 97/25 1 73 . Shaft 
1 has a conical connection lug 3, end face 4, a cutter 2, and a fastening screw 11. The device is 
capable of holding other types of cutters, including reaming tools. 

10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

1 1 . Claim 29, 38, and 39 are rejected under 35 U.S.C. 103(a) as being unpatentable over WO 
'173. Noting that larger and smaller workpieces may require larger or smaller tools, it is 
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considered to have been obvious to have made the axial length of the conical projection of a 
dimension appropriate for the size of workpiece being machined. As screw 1 1 is tightened 
down, the lug will be placed in compression by the conical surface 5. 

12. Claims 1, 15, 16, 17, and 34 are rejected under 35 U.S.C. 102(b) as anticipated by or, in 
the alternative, under 35 U.S.C. 103(a) as obvious over Christman '571. As discussed above, 
Christman had two other patents showing very similar cutters, with all of the cutters being of 
nearly the same proportions, such that the examiner will take a stronger stance that the drawings 
of Christman are drawn to scale. The hole shown in figure 1 is of a size which would regularly 
require reaming in industrial situations. The cutter head 10 has a diameter of 17 mm and a 
thickness of 4 mm. Given the claimed formula, the maximum thickness for a cutter head having 
a diameter of 17 mm would be 6.5 mm, and the 4 mm thickness of the head 10 is well thinner 
than that. Should it be determined that this is not correct, then it is also noted that lines 3+ of 
page 2 state that the annulus is preferably of a width/thickness several times less than its 
diameter . Given a 17 mm diameter, and providing that "several times less" is "three times less," 
that would mean that the thickness would be under 6 mm also, still meeting the formula. It is 
considered to have been obvious to have provided appropriate experimentation for a given 
diameter of cutter head to provide an adequate thickness of the cutter 10 that will properly guide 
itself while cutting the hole to the desired surface quality. Note cutout 17. The cutter does not 
have an axial lug. 

13. Claims 2-4, 18, 36, 37, and 38 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Christman '571 in view of WO '173. As stated at the last two lines of page 1 of Christman 
'571, any suitable means can be provided for fixing the cutter to the shaft. WO '173 shows a 
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similar shaft 1 and cutter 2, the shaft having a projecting conical lug 3 that seats in a conical 
opening 5 in the cutter. As screw 1 1 is tightened down, the lug will be placed in compression by 
the conical surface 5. Regarding claim 37, fastening screw 12 is sunk relative to the top face of 
the cutter 2. It is considered to have been obvious to have provided Christman '571 with a 
conical connection as taught by WO ' 173 as this is a simple substitution of one known element 
for another in order to obtain a predictable result, and as Christman has explicitly stated that any 
suitable connection may be used. Regarding claim 38, it is considered to have made the 
projection of a dimension suitable for the size of the cutter. 

14. Claim 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over either of 
Christman '571 or '573 in view of Reinauer et al (5599145). Neither of the Christman 
references appears to explicitly state a material for the cutter. Reinauer et al shows a cutting 
insert 25, and as stated at column 8, lines 35-40, it is known to sinter such cutting inserts or make 
them of hard metals, ceramic, or cermet. It is considered to have been obvious to have made the 
cutter of either of the Christman references of the materials set forth by Reinauer et al in order to 
provide a durable cutting insert. 

15. Claim 35 is rejected under 35 U.S.C. 103(a) as being unpatentable over either of 
Christman '571 or '573 in view of JP 10-309616. As stated at the last two lines of page 1 of 
Christman '571, any suitable means can be provided for fixing the cutter to the shaft. Both of the 
Christman references show bolt heads that extend in front of the front plane of the cutter. At 
page 1, column 2, lines 45-51, Christman '571 briefly discusses how the bolt 13 has been 
designed to aid in chip flow. JP '616 shows a similar rotary tool in which the cutting insert 7 has 
been provided with a cutout for screw head 6a, such that the screw does not interfere with the 
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cutting action. It is considered to have been obvious to have provided either of the Christman 
references with the connection as taught by JP '616 as this is a simple substitution of one known 
element/connection for another in order to obtain a predictable result, and as Christman has 
explicitly stated that any suitable connection may be used. 

16. Claims 20 and 40 are rejected under 35 U.S.C. 103(a) as being unpatentable over either 
of Christman '571 or '573 in view of McCoskey (2937575). As stated at the last two lines of 
page 1 of Christman '571, any suitable means can be provided for fixing the cutter to the shaft. 
Both of the Christman references show bolt heads that extend in front of the front plane of the 
cutter. McCoskey shows an annular cutter 24 which is secured to a rotary drive shaft 5 by four 
bolts extending through holes in the cutter. It is considered to have been obvious to have 
provided either of the Christman references with the connection as taught by McCoskey as this is 
a simple substitution of one known element/connection for another in order to obtain a 
predictable result of securing the cutter on a shaft, and as Christman has explicitly stated that any 
suitable connection may be used. 

17. Any inquiry concerning the content of this communication from the examiner should be 
directed to Daniel Howell, whose telephone number is 571-272-4478. The examiner's office 
hours are typically about 10 am until 6:30 pm, Monday through Friday. The examiner's 
supervisor, David Bryant, may be reached at 571-272-4526. 

In order to reduce pendency and avoid potential delays, Group 3720 is encouraging 
FAXing of responses to Office actions directly into the Group at FAX number to 571-273-8300. 
This practice may be used for filing papers not requiring a fee. It may also be used for filing 
papers which require a fee by applicants who authorize charges to a USPTO deposit account. 
Please identify Examiner Daniel Howell of Art Unit 3726 at the top of your cover sheet. 



/Daniel W. Howell/ 

Primary Examiner, Art Unit 3726 



